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DETAILED ACTION 

Specification 

1 . The lengthy specification has not been checked to the extent necessary to 
determine the presence of all possible minor errors. Applicant's cooperation is 
requested in correcting any errors of which applicant may become aware in the 
specification. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 4, 28 and 40-44 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 

Claim 4 is rejected because it does not refer back to a previous claim. 
Claim 28 is rejected because n is 0 in claim 18 and there would be no (CH 2 ) n 

group. 

Claims 40-44 are rejected because they are dependents of both claim 1 and any 
of the claims preceding them, which includes claim 1. 

4. Claims 41-44 provide for the use of inhibition of oxidation; inhibition of deposit 
formation; inhibition of particulate formation; solubilisation of deposits and/or deposit 
precursors, respectively, but, since the claim does not set forth any steps involved in the 
method/process, it is unclear what method/process applicant is intending to encompass. 
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A claim is indefinite where it merely recites a use without any active, positive steps 
delimiting how this use is actually practiced. 

Claims 41-44 are rejected under 35 U.S.C. 101 because the claimed recitation of 
a use, without setting forth any steps involved in the process, results in an improper 
definition of a process, i.e., results in a claim which is not a proper process claim under 
35 U.S.C. 101 . See for example Ex parte Dunki, 153 USPQ 678 (Bd.App. 1967) and 
Clinical Products, Ltd. v. Brenner, 255 F. Supp. 131, 149 USPQ 475 (D.D.C. 1966). 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

6. Claims 1-3, 5-8, 10, 13, 19-26, 28, 34, 35 and 45 are rejected under 35 
U.S.C. 102(b) as being anticipated by Caprotti(US 6,248,142). 

Caprotti teaches a jet fuel composition comprising from 10-10000 ppm of a 
alkylated phenol 
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wherein R is C 9 -C 2 4 alkyl and y is 0-4 (see abstract; col. 1, lines 56-65; coil. 2, lines 28- 
44; col. 3, lines 30-39; claim 1 ). Caprotti teaches that the antioxidants and metal 
deactivators may be present in the composition of his invention. Caprotti inherently 
teaches the method of claim 45 because he teaches the same fuel composition used in 
the same environment. 

Accordingly, Caprotti teaching all the limitations of the claims anticipates the 
claims. 

7. Claims 1-5, 7-9, 11-18, 27, 34, 35 and 45 are rejected under 35 U.S.C. 102(b) as 
being anticipated by Machleder (US 4,134,846). 

Machleder teaches a fuel composition comprising a polyalkylene phenol (see 
abstract). The phenol is present in the fuel at a concentration of about 100-650 ppm 
(see col. 1 , lines 36-46), the polyalkylene substituent has a molecular weight of about 
500-3000 and may be polyisobutylene (see col. 7, lines 23-35). The fuel may be jet fuel 
and may contain antioxidants and metal deactivators (see col. 9, lines 47-64; col. 10, 
lines 1-2). Machleder inherently teaches the method of claim 45 because he teaches 
the same fuel composition used in the same environment. 

Accordingly, Machleder teaching all the limitations of the claims anticipates the 
claims. 
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Claim Rejections - 35 USC § 103 

8. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

9. Claims 1-3, 5-17, 19-26, 29, 30, 34-40 and 45 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Jackson US200501 15146. 

Jackson teaches a hydrocarbon fuel composition comprising an antioxidant such 
as 4-methyl-2,6-di-t-butylphenol, a coupled alkylphenol 




X Y Z 

wherein R 5 is tertiary alkyl of 4-8 carbon atoms, n is from 0-4 and X,Y and Z are 
independently H or a hydrocarbon radical containing from 1 to about 500 carbon atoms, 
(suggests polyalkenyl, polyisobutylene) (see abstract; paragraphs 23, 24, 29, 32, 42 
and 46). The additive composition is present in the fuel in an amount from 0.1-40,000 
ppm (paragraphs 44 and 45). The additional additives such as additional antioxidants 
and metal deactivators may be present in an amount from 0.1-40,000 ppm (see 
paragraph 46). Jackson teaches the limitations of the claims other than the differences 
that are discussed below. 
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In the first aspect, Jackson differs from the claims in that he does not specifically 
teach a jet fuel composition. However, it would have been obvious to one of ordinary 
skill in the art to use jet fuel because Jackson teaches that any normally liquid 
hydrocarbon fuel may be used and he teaches that the composition may be used in an 
aviation piston engines. 

In the second aspect, Jackson differs from the claims in that he does not 
specifically teach the method of claim 45. However, given that Jackson teaches a 
compound similar to that of the present invention and he teaches that the fuel 
composition may be used in aviation engines, it would be reasonable to expect that the 
formation of deposits would be inhibited, especially in view of Applicant's only method 
step is combining the jet fuel and compound. 

10. Claims 31 and 32 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jackson as applied to claims above, and further in view of Knapp (US 3,145,176). 

Jackson has been discussed above. Jackson fails to teach that the additional 
antioxidants of his invention are phosphonates. However, Knapp teaches that C1-C12 
dialkyl phosphonates (dilauryl) are used as antioxidants in hydrocarbon fuel (see col. 2, 
lines 1-9; col. 4, lines 54 through col. 5, lines 1-8). 

It would have been obvious to one of ordinary skill in the art to include 
phosphonates in the fuel composition because Jackson teaches that additional 
conventional antioxidants may be present and Knapp teaches that phosphonate 
antioxidants are used to stabilized fuel compositions. 
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1 1 . Claim 33 is rejected under 35 U.S.C. 1 03(a) as being unpatentable over Jackson 
as applied to claims above, and further in view of EP 482253. 

Jackson has been discussed above. Jackson fails to teach the claimed metal 
deactivator. However, EP teaches this compound in a hydrocarbon fuel composition 
(see page 2, lines 1-3; page 7, lines 26-36). 

It would have been obvious to one of ordinary skill in the art to have selected the 
claimed metal deactivator because Jackson teaches that a conventional metal 
deactivator may be present in his composition and EP teaches that N,N-disalicylidene- 
1 ,2-propanediamine is a conventional metal deactivator. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Cephia D. Toomer whose telephone number is 571-272- 
1 126. The examiner can normally be reached on Monday-Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 571-272-1 119. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 
273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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